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I CERTIFY THAT THIS PAPER IS BEING SENT BY U.S. MAIL, FIRST 
CLASS, TO THE ASSISTANT COMMISSIONER FOR PATENTS, 
ALEXANDRIA, VA 22313, THIS V DAY OF 



PATENT ATTORNEY 



This is an appeal from an Office Action dated January 3, 2006, in which claims 15-17 
and 19-30 were finally rejected. 



Real Party in Interest 

The real party in interest is 3M Innovative Properties Company of iSt. Paul, Minnesota 
who is the owner of the entire right, title and interest in the application. 



Related Appeals and Interferences 

There are no known related appeals or interferences which will directly affect or be 
directly affected by or have a bearing on the Board's decision in this appeal. 

Status of the Claims 

1. Total nimiber of claims in the application 

Claims in the application are: 1-30, inclusive. 
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n. Status of all the claims 



A. 


Claims cancelled: 


1-14 


B. 


Claims withdrawn but not canceled: 


none 


C. 


Claims pending: 


15-30 


D. 


Claims allowed: 


18 


E. 


Claims rejected: 


15-17 and 19-30 



in. Claims on appeal 

A. The claims on appeal are: 15-17 and 19-30. 

Status of Amendments 

No amendments have been made in response to the final Office Action dated January 

3, 2006. 

Summary of Invention 

The present invention is a tape roll (20) that includes a central tape roll axis and a 
length of tape (22) circumferentially wound around the axis. The inward-facing side (26) of the tape 
is at least partially covered with pressure sensitive adhesive. The tape roll also includes a tab (32) 
having an inward-facing side (38) that has a portion covered with pressure sensitive adhesive. The 
adhesive portion of the inward-facing side of the tab is adhered to the outward-facing side (24) of the 
tape on a penultimate layer of the roll, so that the trailing end (34) of the tape overlays the tab 
between its ends. See, e.g., FIG. 3a. 

Description of References Relied on by the Examiner 
Dills (U.S. Patent No. 4,512,462) discloses a tape roll (22) having a removable, 
reusable tab (10) with an opening (1 8). A portion of the tape (20) projects through the opening (18) 
of the tape roll (22) and is readhered to the roll. See FIGS. 2 and 3 and the description at column 2, 
lines 49-66. The tab (10) does not have adhesive on either of its sides, but instead relies on the 
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adhesive of the tape (20) that projects through the opening (1 8) to adhere the tape (20) and tab (18) 
together to the tape roll (22). 

Hammond (U.S. Patent No. 2,015,268) discloses a tape roll having a tab strip (c) 
having adhesive on an inward- facing side so that it is adhered to the tape roll coil (e). The tab strip 
(c) also has a plurality of holes punched in it, to reduce the level of adhesion between the tape (b) and 
the tab strip (c). See FIG. 1 and the description on the right-hand column of page 1, lines 20-53. 
The tape (b) overlays all of the tab strip (c), so that no portion of the tab strip (c) is exposed. This 
configuration is shown in FIG. 1 of the instant application, described as "overtabbing" which is 
known in the art (and the problems of which are described in the background portion of the instant 
application). 

Golub (U.S. Patent No. 2,329,527) discloses a roll of tape (10) that includes a sealing 
strip or tab (13) that has adhesive on its surfaces. The tape overlays the entire tab in an 
"overtabbing" configuration. 

Copies of the above-noted references are provided in Appendix B. 

Issues 

Whether it is proper to modify the teachings of Dills with the teachings of Hammond 
in the manner recited by the claims of the instant application. 

Whether the combination of teachings of Dills and Hammond discloses all of the 
elements recited by the claims of the instant appHcation. 

Grouping of Claims 

The following groupings of claims are made solely in the interest of consolidating 
issues and expediting this Appeal. No grouping of claims is intended to be nor should be interpreted 
as being any form of admission or a statement as to the scope or obviousness of any limitations. 

Claims 15 and 21-30 stand and fall together. 

Claims 16, 17, 19 and 20 stand and fall together. 
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Argument 

Independent claim 15 

Independent claim 15 recites a tape roll that includes a central tape roll axis and a 
length of tape circumferentially wound about the axis, the tape having first and second sides. The 
second side (which faces inward, toward the axis) is at least partially covered with pressure sensitive 
adhesive. The tape roll also includes a tab having first and second sides. At least a portion of the 
second side of the tab is covered with pressure sensitive adhesive. The adhesive portion of the 
second side of the tab is adhered to the first side of the tape on a penultimate layer of the roll, so that 
the trailing end of the tape overlays the tab between first and second ends of the tab. 

The Examiner rejected independent claim 15 imder 35 U.S.C. § 103(a) as being 
unpatentable over Dills (USP 4,512,462) in view of Hammond (USP 2,015,268). The Examiner 
contended that Dills discloses all of the elements of the claim except that the tab has an adhesive 
section on its second side which is adhered to the first side of the tape. The Examiner turned to the 
teachings of Hammond to supply this deficiency, contending that "Hammond shows that providing 
adhesive on a tab with [a] hole or without [a] hole, including adhesive and non-adhesive portions, are 
equivalent structure[s] known in the art. Therefore, because these two adhesive tabs with holes and 
... without holes were art recognized equivalents at the time the invention was made, on e of ordinary 
skill in the art would have foimd it obvious to substitute Hanmiond's adhesive tab without holes for 
Dills* tab with at least one hole." 

Dills discloses a tape roll (22) having a removable, reusable tab (10) with an opening 
(18). A portion of the tape (20) projects through the opening (18) of the tape roll (22) and is 
readhered to the roll. See FIGS. 2 and 3 and the description at column 2, lines 49-66. The tab (10) 
does not have adhesive on either of its sides, but instead rehes on the adhesive of the tape (20) that 
projects through the opening (1 8) to adhere the tape (20) and tab (1 8) together to the tape roll (22). 
Hammond discloses a tape roll having a tab strip (c) having adhesive on one side so that it is adhered 
to the tape roll coil (e). The tab strip (c) also has a plurality of holes punched in it, to reduce the 
level of adhesion between the tape (b) and the tab strip (c). See FIG. 1 and the description on the 
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right-hand column of page 1, lines 20-53. The tape (b) overlays all of the tab strip (c), so that no 
portion of the tab strip (c) is exposed. This configuration is shown in FIG. 1 of the instant 
application, described as "overtabbing" which is known in the art (and the problems of which are 
described in the background portion of the instant application). 

The Examiner has proposed a combination of Dills and Hammond, contending that 
this combination renders obvious the subject matter recited by independent claim 15. In order to 
reject a claim as being obvious over a combination of references, three basic requirements must be 
met. First, there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the references or to 
combine reference teachings. Second, there must be a reasonable expectation of success. Finally, 
the prior art references must teach or suggest all the claim limitations. Furthemiore, the teaching or 
suggestion to make the claimed combination and the reasonable expectation of success must both be 
found in the prior art, not in appUcant's disclosure. See M.P.E.P. 2143. 

It is well established that the "factual inquiry whether to combine references must be 
thorough and searching" (In re Lee. 277 F.3d 1338, 1343 (Fed. Cir. 2002)) and that "particular 
findings must be made as to the reason the skilled artisan, with no knowledge of the claimed 
invention, would have selected these components for combination in the manner claimed". In re 
Rouffet 149 F.3d 1350, 1359 (Fed. Cir. 1998). "The examiner can satisfy the burden of showing 
obviousness of the combination 'only by showing some objective teaching in the prior art or that 
knowledge generally available to one of ordinary skill in the art would lead that individual to 
combine the relevant teachings of the references.'" In re Lee at 1343 (citing In re Fritch, 972 F.2d 
1260, 1265 (Fed. Cir. 1992)). But when looking to the general knowledge of those skilled in the art, 
the Federal Circuit has recently reminded us of its "skepticism about invoking the knowledge of a 
skilled artisan to supply the motivation to combine on a scanty record." Princeton Biochemicals, 
Inc. V. Beckman Coulter. Inc., 41 1 F.3d 1332, 1348 (Fed. Cir. 2005) (citing MreLee at 1343-44). 
This emphasis on specificity is intended to avoid an impemiissible hindsight-based obviousness 
determination. In re Dembiczak, 175 F.3d 994, 999 (Fed. Cir. 1999). 
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In the present case, there is no teaching or suggestion to combine the references cited 
by the Examiner in the manner recited by claim 1 5; the only motivation to combine these references 
is provided by the Applicant's disclosure. The Examiner proposes modifying the tab (10) of Dills to 
include an adhesive portion for securing the tab to the tape roll (22), along the lines taught by 
Hammond. However, this modification would render useless the opening (1 8) in the tab (10) that is 
taught by Dills to be provided explicitly for the purpose of sticking the tab (10) to the roll (22). See 
colimm 3, lines 7-10. Because Dills ahready teaches a structure designed to provide adherence to the 
tape roll (via the tape projecting through an opening), one skilled in the art would have no motivation 
to modify the teachings of Dill to provide adhesive on the tab itself for adherence to the tape roll. 

The Examiner has not provided any specific motivation fi-om the prior art of record 
that would suggest the proposed modification of Dills, as is required to support such a modification 
(see discussion of lnreLee above). Instead, the Examiner has simply stated that Hammond "shows 
that providing adhesive on a tab with hole or without hole, including adhesive and non-adhesive 
portions, are equivalent structure known in the art. Therefore, because these two adhesive tabs with 
holes and adhesive tab without holes were art recognized equivalents at the time the invention was 
made, one of ordinary skill in the art would have found it obvious to substitute Hammond's adhesive 
tab without holes for Dills' tab with at least one hole." See Office Action dated July 7, 2005, page 3; 
see also Office Action dated January 3, 2006, pages 2-3. 

There are two problems with the Examiner's proposed modification. First, the 
requisite motivation to modify Dills in the manner suggested is lacking, and no reference to the 
record has been made to support this modification. The Examiner points to the teachings of 
Hammond as disclosing an "adhesive tape tab comprising an adhesive strip (c) with perforations (d) 
in figure-3" and notes that "[i]n figure-2, Hammond teaches that the tab has adhesive portions (g) 
and adhesive deadened portions (f)." See Office Action dated July 7, 2005, page 3; see also Office 
Action dated January 3, 2006, pages 2-3. These teachings do not provide any suggestion to modify 
the tab configuration of DillSj which includes a hole so that the tape projecting through the hole will 
adhere to the non-adhesive surface of the previously wound layer of tape. By contrast, these 
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teachings of Hammond are intended only to instruct one skilled in the art how to reduce the level of 
adhesion of the tab, by making the adhesive on the tab non-continuous. See Hammond, column 2, 
lines 29-38. Dills already teaches that the adhesion to the previously wound layer of tape is achieved 
by the tape projecting through a hole, and thus Dills has no reason to utilize the teachings of 
Hammond. No evidence on the record supports a motivation to modify Dills to include adhesive as 
claimed, and therefore the combination of Dills and Hammond is improper and the rejection of claim 
15 under 35 U.S.C. § 103(a) should be withdrawn. 

Second, the Examiner's contention of art-knoAvn equivalency is misapplied, to the 
rejection of claim 15. In order to reject claim 1 5, the Examiner has combined all of the teachings of 
Dills with one particular teaching of Hammond (a tab having adhesive and non-adhesive portions), 
but no other teaching of Hammond (such as the overtabbing configuration in which no portion of the 
tab is left exposed). The Examiner is not suggesting to substitute the tab of Hammond for the tab of 
Dills, because such a substitution would not disclose all of the elements of claim 15. histead, the 
Examiner seeks to only substitute the teaching of Hammond that the tab has an adhesive portion for 
the teaching of Dills that the tab has no adhesive. However, as discussed above, one skilled in the art 
would have no motivation to substitute this particular teaching from Hammond for the teaching of 
Dills, as the Dills tab is configured to include a hole through which the adhesive side of the tape 
causes the tape to adhere to the roll. No specific evidence is offered for the proposition that this 
specific teaching of Hammond (but not the other teachings of Hammond) would be used by one 
skilled in the art to modify the teachings of Dills. Because the requisite suggestion or motivation to 
combine the teachings of Dills and Hammond in the manner recited in claim 15 is lacking, the 
combination of these references is not proper, and the rejection of claim 1 5 under 35 U.S.C. § 1 03(a) 
should accordingly be withdrawn. 

Further evidence that a proposed combination of references would not have been 
obvious to one of ordinary skill in the art is found in the teachings of Dills, which specifically notes 
the difficulties associated with markers/tabs for marking the end of a tape that adhere to the tape 
(such a marker "destroys that portion (of the tape) to which it is adhered"). See column 1, lines 22- 



First Named Inventor: Christopher M. Glenna 

^8- 



Appln.No.: 10/664,429 



29. It is improper to combine references where the references teach away from their combination. 
M.P.E.P. 2145(X)(D)(2), citing In re Grasselli. 218 U.S.P.Q. (BNA) 769, 779 (Fed. Cir. 1983). In 
this case, the proposed combination of Dills and Hammond would require a skilled artisan to modify 
the tab disclosed by Dills to include adhesive as disclosed by Hammond, in spite of the fact that the 
Dills patent specifically discloses a tab without adhesive and notes the problems associated with tabs 
in the prior art that were adhered to the tape. In view of the contrary teachings of Dills, it would not 
have been obvious to modify the Dills tab to include adhesive as taught by Hammond, and the 
rejection of claim 15 under 35 U.S.C. § 103(a) should accordingly be withdrawn. 

Dependent claims 16, 17 and 20 

The Examiner also rejected dependent claims 1 6, 1 7 and 20 under 35 U.S.C. § 103(a) 
as being unpatentable over Dills in view of Hammond. Dependent claim 16 recites that the second 
side of the tab comprises a non-adhesive portion having first and second ends, the first end of the 
non-adhesive portion coinciding with the first end of the tab. The adhesive portion of the second 
side of the tab has first and second ends, the first end of the adhesive portion being located adjacent 
to the second end of the non-adhesive portion, and the second end of the adhesive portion coinciding 
with the second end of the tab. An example of this configuration is shown in FIG. 3a of the instant 
application. The Examiner pointed to the adhesive portions (g) and the adhesive deadened portions 
(f) shown in Fig. 2 of Hammond as disclosing the elements of claim 16. However, claim 16 is not 
disclosed by the combination of Dills and Hammond. Dills teaches no adhesive on the tab. 
Hammond teaches adhesive portions (g) and non-adhesive portions (f) that are interspersed with one 
another. The adhesive and non-adhesive portions disclosed by Hammond do not satisfy the spatial 
recitations of amended claim 16. Specifically, claim 16 recites that the non-adhesive portion of the 
tab has first and second ends, that the adhesive portion of the tab has first and second ends, and that 
(a) the first end of the non-adhesive portion coincides with the first end of the tab, (b) the second end 
of the adhesive portion coincides with the second end of the tab, and (c) the first end of the adhesive 
portion is located adjacent to the second end of the non-adhesive portion. This configuration is 



First Named Inventor: Christopher M. Glenna 

-9- 



Apphi.No.: 10/664,429 



illustrated in FIG. 3a, for example, where tab 32 includes non-adhesive portion 40 and adhesive 
portion 42, with non-adhesive portion 40 having an exterior end that coincides with one end of tab 
32, adhesive portion 42 having an exterior end that coincides with the other end of tab 32, and the 
interior ends of non-adhesive portion 40 and adhesive portion 42 being located adjacent to one 
another. 

The Examiner contended in the Office Action dated January 3, 2006 that "Hammond 
clearly shows that a first end of the adhesive (c or g) is located adjacent to non-adhesive portion (d or 
f) and the second end of the adhesive portion coincides with the edge of the tab as shown in figures 
2-3 and 5." The Applicant disagrees Avith this contention, as Figures 2, 3 and 5 of Hammond show 
adhesive portions that are all spaced fi'om the ends of the tab; that is, no end of the adhesive portions 
(c or g) coincide with an end of the tab, as is recited in claim 16. Because the combination of Dills 
and Hammond fails to disclose all of the elements of claim 16 (and also because claim 16 depends 
firom allowable independent claim 15), the rejection of claim 16imder35U.S.C.§ 103(a) should be 
withdrawn. 

Claims 17 and 20 depend fi-om claim 16, and are allowable therewith. 

Dependent claims 21-25 and 27-30 

The Examiner also rejected dependent claims 21-25 and 27-30 under 35 U.S.C. § 
1 03(a) as being unpatentable over Dills in view of Hammond. Claims 21-25 and 27-30 depend fiom 
independent claim 15, and are allowable therewith. 

Dependent claims 19 and 26 

Claims 1 9 and 26 were rejected under 35 U.S.C. § 1 03(a) as being unpatentable over 
Dills in view of Hammond and Golub (USP 2,329,527). Claims 19 and 26 depend fix)m independent 
claim 15, and are allowable therewith. 
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CONCLUSION 



In view of the foregoing, the rejections of all of the claims on appeal (15-17 and 19- 
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30) should be withdrawn. 



By: 




Alan M. Koenck, Reg. No. 43,724 



AMK 



A ppendix A 
Listing of Claims 

A tape roll comprising: 
a central tape roll axis; 

a length of tape comprising a leading end, a trailing end opposite the leading end, a 
first side, and a second side opposite the first side, wherein the second side of the 
tape is at least partially covered with pressure sensitive adhesive, and wherein the 
tape is circumferentially wound about the axis until a plurality of adjacent tape 
layers are wound; and 

a tab having first and second opposite ends, a first side, and a second side opposite the 
first side, wherein at least a portion of the second side of the tab is covered with 
pressure sensitive adhesive; 

wherein the adhesive portion of the second side of the tab is adhered to the first side of 
the tape on a penultimate layer of the roll so that the trailing end of the tape 
overlays the tab between the first and second ends of the tab. 

The tape roll of claim 15, wherein the second side of the tab comprises^ 

a non-adhesive portion having first and second ends, the first end of the non-adhesive 

portion coinciding with the first end of the tab; and 
the adhesive portion of the second side of the tab having first and second ends, the first 
end of the adhesive portion being located adjacent to the second end of the non- 
adhesive portion, and the second end of the adhesive portion coinciding with the 
second end of the tab. 
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17. The tape roll of claim 16, wherein the tab comprises a deadening layer to provide the 
non-adhesive portion of the tab. 

1 8. The tape roll of claim 1 6, wherein the tab comprises at least a portion of the adhesive 
portion of the second side of the tab folded toward and adhered to the second side of the tab to 
provide the non-adhesive tab portion. 

1 9. The tape roll of claim 1 6, wherein the tap comprises a web material laminated to at least 
a portion of the adhesive on the second side of the tab to provide the non-adhesive tab portion. 

20. The tape roll of claim 1 6, wherein the trailing end of the t^e overlays both the adhesive 
and non-adhesive portions of the tab, 

21. The tape roll of claim 15, wherein the adhesive portion of the tab is spaced from the 
trailing end of the tape by a distance that is at least as long as a circumference of the penultimate 
layer of the roll and is no longer than a total distance of the circumference of the penultimate layer 
and a length of the tab. 

22 The tape roll of claim IS, wherein the adhesive on the second side of the tab has the 

same adhesive strength as the adhesive on the second side of the length of tape. 
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23. The tape roll of claim 1 5, wherein the adhesive on the second side of the tab has greater 
adhesive strength than the adhesive on the second side of the length of tape. 

24. The tape roll of claim 1 5, wherein the adhesive on the second side of the tab has less 
adhesive strength than the adhesive on the second side of the length of tape. 

25. The tape roll of claim 15, wherein the adhesive on the second side of the tab is a 
repositionable pressure sensitive adhesive. 

26. The tape roll of claim 15, wherein the entire second side of the tab is coated with 
pressure sensitive adhesive. 

27. The tape roll of claim 15, further comprising a tape core defining the central tape roll 
axis, wherein the length of tape is circumferentially woimd about the core. 

28. The tape roll of claim 1 5, wherein the length of tape has a width, the tab has a width, 
and the width of the length of tape is approximately equal to the width of the tab. 

29. The tape roll of claim 15, wherein the tab is generally transparent across its length and 
width. 
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30. 



The tape roll of claim 1 5, wherein at least a portion of the tab is opaque or translucent. 
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